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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding. 92060608

Applicant Defendant
Elmer's Products, Inc.

Other Party Plaintiff
DAP Products, Inc.

Have the parties
held their discov-
ery conference
as required under
Trademark Rules
2.120(a)(1) and
(a)(2)?

No

Motion for Suspension in View of Civil Proceeding With Consent

The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly, Elmer's
Products, Inc. hereby requests suspension of this proceeding pending a final determination of the civil action.
Trademark Rule 2.117.
Elmer's Products, Inc. has secured the express consent of all other parties to this proceeding for the suspen-
sion and resetting of dates requested herein.
Elmer's Products, Inc. has provided an e-mail address herewith for itself and for the opposing party so that
any order on this motion may be issued electronically by the Board.

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Facsimile or email (by agreement only) on this date.
Respectfully submitted,
/Brian P. Gregg/
Brian P. Gregg
trademarks@mwn.com, bgregg@mwn.com
sflax@saul.com
01/30/2015
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IN THE UNITED STATES DISTRICT COURT  
SOUTHERN DISTRICT OF OHIO  

EASTERN DIVISION  
 

ELMER’S PRODUCTS, INC.  :  
      : 
  Plaintiff   : Case No. 2:14-CV-1988 
      : 
v.      : 
      : 
DAP PRODUCTS INC.   : 
      : 
  Defendant.   :  
 

 

DEFENDANT DAP PRODUCTS INC.’S ANSWER, AFFIRMATIVE DEFENSES, AND 
COUNTERCLAIM  

 Defendant DAP Product Inc. (“DAP”), by and through its undersigned counsel, submits 

its Answer, Affirmative Defenses, and Counterclaim to the Complaint and states as follows:  

 1. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 1 of the Complaint and therefore DAP denies 

same. 

THE PARTIES  

 2. DAP admits that the allegations contained in Paragraph 2 of the Complaint.  

 3. Paragraph 3 states legal conclusions to which no response is required; and, to the 

extent any response is required, DAP denies the allegations contained within said paragraph. 

JURISDICTION AND VENUE  

 4. Paragraph 4 states legal conclusions to which no response is required; and, to the 

extent any response is required, DAP denies the allegations within said paragraph. 

 5. Paragraph 5 states legal conclusions to which no response is required; and, to the 

extent any response is required, DAP denies the allegations contained within said paragraph. 
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 6. DAP admits that it conducts business in Ohio.  The remainder of Paragraph 6 

states legal conclusions to which no response is required; and, to the extent any response is 

required, DAP denies the allegations contained within said paragraph.  

 7. DAP admits the allegations set forth in Paragraph 7 of the Complaint. 

FACTUAL ALLEGATIONS COMMON TO ALL COUNTS  

 8. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 8 and therefore denies same. 

 9. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 9 and therefore denies same. 

10. Paragraph 10 states a legal conclusion to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 

11. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 11 and therefore denies same. 

 12. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 12 and therefore denies same. 

 13. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 13 and therefore denies same. 

 14. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 14 and therefore denies same. 

15.  DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 15 and therefore denies same. 

16. DAP is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in Paragraph 16 and therefore denies same. 
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17.  DAP admits that Elmer’s did not and has not authorized DAP to use any 

trademarks that contain the “carpenter’s” element but denies that such authorization is required.  

18. DAP admits that it is engaged in the manufacture and distribution of wood glue 

and wood filler, among many other products.   

DAP’s Use of CARPENTER’S 

19. DAP admits that it uses the term, “Carpenter’s” in association with its wood glue 

and wood filler products.  DAP admits that Exhibit C contains photographs of DAP products.  

20. DAP denies that it uses CARPENTER’S to identify the source of its products and 

admits that it began referring to some of its products as “Carpenter’s” after the alleged dates of 

first use by Elmer’s.  DAP denies that it began referring to its wood glue products as 

“Carpenter’s” after the filing dates of each of Elmer’s applications to register CARPENTER’S 

and admits that it began referring to its wood filler products as “Carpenter’s” after the filing 

dates of each of Elmer’s applications to register CARPENTER’S.   

21. DAP admits that the terms CARPENTER’S and “Carpenter’s” are phonetically 

identical. 

22. DAP denies that it has CARPENTER’S branded products and admits that DAP 

and Elmer’s distribute some of their products through the same channels of trade.  

23. DAP admits that both Elmer’s and DAP use the term “carpenter’s” on packaging 

for some of their products.  DAP denies that these uses are as trademarks. 

24. DAP admits that both Elmer’s and DAP’s products can be purchased by the same 

consumers.  DAP denies any inference that the use of “carpenter’s” by either party is as a 

trademark. 
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25. Paragraph 25 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 25 contains statements or inferences of fact, they are denied. 

26. Paragraph 26 states legal conclusions to which no response is required.  To the 

extent that Paragraph 26 contains statements or inferences of fact, they are denied.    

27. DAP denies the allegations contained in Paragraph 27 of the Complaint.    

28. DAP admits that Elmer’s has requested that DAP cease all use of the term 

“carpenter’s” but denies that Elmer’s has exclusive rights to use the term and that DAP’s use 

violates Elmer’s rights. 

29. DAP admits that it continues to use the term “carpenter’s” but denies that its use 

is as a trademark. 

 30. DAP incorporates by reference as if fully set forth herein its responses to 

Paragraph 1 through 29, inclusive, of the Complaint. 

COUNT I  

 31. Paragraph 31 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 

 32. Paragraph 32 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 32 is construed to contain facts or inferences, they are denied. 

 33. Paragraph 33 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 33 is construed to contain facts or inferences, they are denied. 

 34. DAP denies that it has infringed on Elmer’s trademark rights.  DAP is without 

knowledge or information sufficient to form a belief as to the truth of the remaining allegations 

contained in Paragraph 34 and therefore denies same. 
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 35. Paragraph 35 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph.  

36. DAP incorporates by reference as if fully set forth herein its responses to 

Paragraph 1 through 35, inclusive, of the Complaint. 

COUNT II  

37. Paragraph 37 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 37 is construed to contain allegations, they are denied. 

38. Paragraph 38 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 38 is construed to contain allegations, they are denied.  

39. Paragraph 39 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 39 is construed to contain allegations, they are denied. 

40. DAP denies that it has falsely designated the origin of its products and unfairly 

competed.  DAP is without knowledge or information sufficient to form a belief as to the truth of 

the remaining allegations contained in Paragraph 40 and therefore denies same. 

41. Paragraph 41 contains a legal conclusion to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 

42. DAP incorporates by reference as if fully set forth herein its responses to 

Paragraph 1 through 41, inclusive, of the Complaint. 

COUNT III  

43. DAP denies the allegations contained in Paragraph 43 of the Complaint.  

44. Paragraph 44 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 44 is construed to contain allegations, they are denied. 
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45. Paragraph 45 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 

46. DAP denies the allegations contained in Paragraph 46 of the Complaint. 

47. Paragraph 47 contains a legal conclusion to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 

48. DAP incorporates by reference as if fully set forth herein its responses to 

Paragraph 1 through 47, inclusive, of the Complaint. 

COUNT IV  

49. Paragraph 49 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph.  

50. Paragraph 50 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph.  

51. Paragraph 51 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 51 is construed to contain allegations, they are denied. 

52. DAP incorporates by reference as if fully set forth herein its responses to 

Paragraph 1 through 51, inclusive, of the Complaint. 

COUNT V 

53. Paragraph 53 contains legal conclusions to which no response is required.  To the 

extent that Paragraph 53 is construed to contain allegations, they are denied. 

54. Paragraph 54 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph.  

55. Paragraph 55 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 
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56. DAP denies the allegations contained in Paragraph 56 of the Complaint. 

57. Paragraph 57 contains legal conclusions to which no response is required; and, to 

the extent any response is required, DAP denies the allegations contained within said paragraph. 

58. Defendant denies each and every allegation contained within Plaintiff’s Complaint 

not specifically admitted to be true herein.  

59. The Complaint and each and every cause of action alleged therein fails to state 

facts sufficient to constitute a claim upon which relief can be granted. 

FIRST AFFIRMATIVE DEFENSE  

60. The Complaint is barred by the doctrine of laches. 

SECOND AFFIRMATIVE DEFENSE  

61. The Complaint is barred by the doctrine of estoppel.  

THIRD AFFIRMATIVE DEFENSE  

62. Plaintiff’s damages, if any, were proximately caused by its own acts or omissions, 

barring any recovery against Defendant.  

FOURTH AFFIRMATIVE DEFENSE  

63. DAP has the right to use the term “carpenter’s” to describe its products because 

the term is merely descriptive as used in connection with those products.   

FIFTH AFFIRMATIVE DEFENSE  

64. DAP has the right to use the term “carpenter’s” to describe its products because 

the term is generic as used in connection with those products. 

SIXTH AFFIRMATIVE DEFENSE  

WHEREFORE, Defendant demands that Plaintiff’s Complaint be dismissed; that it be 

awarded its attorney fees, costs, and expenses incurred in the defense of this action, and for all and 

any relief, whether legal or equitable that this Court deems just and proper.  
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Defendant DAP Products, Inc. (“DAP”), for its counterclaim against Plaintiff Elmer’s 

Products, Inc. (“Elmer’s), states the following: 

DEFENDANT DAP PRODUCTS, INC.’S COUNTERCLAIM  

1. DAP is a leading marketer of patch and repair products.  Among DAP’s products 

are adhesives and fillers for construction, floor covering, industrial, and specialty use 

(“Products”). 

2. DAP’s Products are used by professional contractors and do-it-yourselfers 

working in the construction, home repair, and remodeling industries. 

3. DAP’s Products are sold in thousands of retail outlets throughout the United 

States and on the Internet.   

 4. Since at least as early as 1985, DAP adopted and has continuously used the term 

“Carpenter’s” in connection with its wood glue products.  For example, DAP identifies one of its 

wood glue products as DAP® WELDWOOD® Carpenter’s Wood Glue.   

5. Since at least as early as 2013, DAP adopted and has continuously used the term 

“Carpenter’s” in connection with its wood filler products.  For example, DAP identifies one of 

its wood filler products as DAP® PLASTIC WOOD® Latex Carpenter’s Wood Filler. 

6. Elmer’s asserts that it is the owner of three (3) registered trademarks: 

CARPENTER’S WOOD GLUE, U.S. Reg. No. 2460720; CARPENTER’S, U.S. Reg. No. 

3249287, and CARPENTER’S, U.S. Reg. No. 3253431, for wood glue, wood putty, and wood 

filler (“Registrations”).  DAP has filed petitions in the United States Patent and Trademark 

Office Trademark Trial and Appeal Board to cancel the Registrations.  

7. Elmer’s averred in its applications that the term “carpenter’s” had acquired 

distinctiveness by virtue of its substantially exclusive use of the term to identify its wood glue 
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and wood putty products for more than five (5) years prior to the filings of its applications.  In 

fact, third-parties, including DAP, used the term “carpenter’s” to identify the same products in 

the same channels of trade for more than five (5) years prior to the filing of Elmer’s trademark 

applications.   

 8. Elmer’s knew or should have know that its use of the term “carpenter’s” was not 

exclusive for the five (5) years prior to the filings of its applications.  

9. Since the Registrations were issued, third-parties, including DAP have continued 

to use the term “carpenter’s” in connection with wood, filler, and putty products. 

 10. Upon information and belief, there has been no actual consumer confusion as to 

the source of the various “carpenter’s” products.  Consumers are accustomed to seeing the 

common reference to “carpenter’s” in connection with these products and do not associate the 

term with the sources of the products.  

 11. Upon information and belief, Elmer’s has not taken action to enforce its alleged 

right to exclusive use of its CARPENTER’S trademarks.  By permitting third-parties to use the 

term “carpenter’s” to identify wood glue, putty and filler, any acquired distinctiveness in the 

trademarks has been eroded.  

 12. The term “carpenter’s” in the trademark CARPENTER’S WOOD GLUE, U.S. 

Reg. No. 2460720, is merely descriptive because it describes an ingredient, quality, 

characteristic, function, feature, purpose, use, or user of the wood glue products that are the 

subject of the registration, and said term has not acquired distinctiveness. 

First Counterclaim 

 13. Elmer’s knew or should have known that its use of the terms “carpenter’s wood 

glue” was not substantially exclusive for the five (5) years prior to filing its application and had 
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not otherwise acquired distinctiveness or secondary meaning as to source prior to the application 

filing date of August 3, 1998.  

14. Registration 2460720 for CARPENTER’S WOOD GLUE was granted contrary to 

the requirements of 15 U.S.C. §1052(e)(1) and therefore must be canceled.  

15. The term “carpenter’s” in the trademark CARPENTER’S, U.S. Reg. No. 

3249287, is merely descriptive because it describes an ingredient, quality, characteristic, 

function, feature, purpose, use, or user of the wood putty products that are the subject of the 

registration, and said term has not acquired distinctiveness.  

Second Counterclaim 

16. Elmer’s knew or should have known that its use of the terms “carpenter’s” was 

not substantially exclusive for the five (5) years prior to filing its application and had not 

otherwise acquired distinctiveness or secondary meaning as to source prior to the application 

filing date of May 19, 2006.  

17. Registration 3249287 for CARPENTER’S was granted contrary to the 

requirements of 15 U.S.C. §1052(e)(1) and therefore must be canceled.  

18. The term “carpenter’s” in the trademark CARPENTER’S, U.S. Reg. No. 

3253431, is merely descriptive because it describes an ingredient, quality, characteristic, 

function, feature, purpose, use, or user of the wood glue products that are the subject of the 

registration, and said term has not acquired distinctiveness. 

Third Counterclaim  

19. Elmer’s knew or should have known that its use of the terms “carpenter’s” was 

not substantially exclusive for the five (5) years prior to filing its application and had not 
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otherwise acquired distinctiveness or secondary meaning as to source prior to the application 

filing date of May 19, 2006.  

20. Registration 3253431 for CARPENTER’S was granted contrary to the 

requirements of 15 U.S.C. §1052(e)(1) and therefore must be canceled.  

WHEREFORE , DAP requests that the registrations recited in DAP’s Counterclaim be 

canceled. 

 
Respectfully submitted, 

 

James E. Arnold  (0037712) 
/s/ James E. Arnold     

Trial Attorney 
JAMES E. ARNOLD &  ASSOCIATES, LPA 
115 W. Main St., Fourth Floor 
Columbus, Ohio 43215 
Telephone: (614) 460-1600 
Facsimile: (614) 469-1066 
Email:  

   
jarnold@arnlaw.com 

 
 
OF COUNSEL: 
 
Damion M. Clifford  (0077777) 
JAMES E. ARNOLD &  ASSOCIATES, LPA 
115 W. Main St., Fourth Floor 
Columbus, Ohio  43215 
Telephone: (614) 460-1600 
Facsimile: (614) 469-1066 
Email:  
 

dclifford@arnlaw.com 

Gerhardt A. Gosnell II  (0064919) 
JAMES E. ARNOLD &  ASSOCIATES, LPA 
115 W. Main St., Fourth Floor 
Columbus, Ohio  43215 
Telephone: (614) 460-1600 
Facsimile: (614) 469-1066 
Email:  ggosnell@arnlaw.com 
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Sherry H. Flax (pro hac vice to be submitted) 
Saul Ewing LLP 
500 E. Pratt Street, Suite 900 
Baltimore, MD 21202-3133 
Tel:  (410) 332-8784 
Fax:  (410) 332-8785 
Email:  sflax@saul.com 
 
Counsel for Defendant DAP Products, Inc. 
 

 
CERTIFICATE OF SERVICE  

 I hereby certify that on December 29, 2014, Defendant’s Answer and Counterclaim to 

Plaintiff’s Complaint was electronically filed using the Court’s CM/ECF system, which will 

electronically serve it upon the parties that have entered an appearance in this matter. 

  
        
       

       James E. Arnold 
/s/ James E. Arnold   
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